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DECI SI ON ON APPEAL
This is a decision on the appeal under 35 U S.C. § 134
fromthe Exam ner’s rejection of clainms 19 through 24, 26
t hrough 31 and 33 through 38, all clains pending in this

application.?

!Both the Appellants (brief-page 2) and the Exam ner
(continued...)
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Appel lants’ invention relates to a radio with silent and
audi ble alerts for alerting a user that a call has been
received. Silent alerts, such as a vibrating device, can be
used where the anbient noise |level is so high that the audible
alert would not be heard. On the other hand, a silent alert
woul d not be effective (i.e., felt) when the radio is not
carried by the user, such as when the radio is intercoupled
wi th an external power supply or sone other holder away from
the user’s body. The invention provides for periodically
generating a first (e.g., silent) alert for a nunmber of
cycles, and a second (e.g., audible) alert for a nunber of
cycles. Each cycle includes a first tinme period when the
alert is generated followed by a second tine period when the
alert is not generated.

Representati ve i ndependent claim 19 is reproduced as
foll ows:

19. A radio for conmmunicating radio frequency (RF) cal

!(...continued)
(answer - page 4) have m sstated the precise clainms under
appeal. Since clains 19, 26 and 33 (all pending i ndependent
clainms) stand rejected under 35 U . S.C. § 112, first paragraph,
all clains dependent therefromal so stand rejected on the sane
grounds (i.e., all pending clainms in this application).
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signal s conpri sing:

an antenna for receiving a first RF call signal and
transmtting a second RF call signal

a transmtter coupled to the antenna for generating the
second RF call signal

a receiver coupled to the antenna for receiving the first
RF cal |l signal

a first generator for periodically generating, when
enabled, a silent alert for a first predeterm ned nunber of
cycles, wherein each cycle of the first predeterm ned nunber
of cycles includes a first time period when the silent alert
is generated foll owed by a second tine period when the silent
alert is not generated,;

a second generator for periodically generating, when
enabl ed, an audible alert for a second predeterm ned nunber of
cycles, wherein each cycle of the second predeterm ned nunber
of cycles includes a first tinme period when the audible alert
is generated followed by a second tine period when the audi bl e
alert is not generated; and

a processor coupled to the receiver for enabling the
first generator when the first RF call signal is received,
and, after at |east one of the first predeterm ned nunber of
cycles, enabling the second generator.

The Exam ner does not rely on any references.

Clainms 19 through 24, 26 through 31 and 33 through 38
st and

rejected under 35 U.S.C. 8§ 112, first paragraph, as containing

subj ect matter which | acks support in the specification.
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The rejections of clains under non-obvi ousness-type and
obvi ousness-type doubl e patenting have been rendered noot via
t he execution of a termnal disclainmer (paper no. 24).

Rat her than reiterate the argunments of Appellants and the
Exam ner, reference is made to the brief, and answer for the

respective details thereof.

OPI NI ON

It is our view, after consideration of the record before
us, that the disclosure in this application does conply with
the witten description requirenent of 35 U S.C. § 112.

At the outset, we note that Appellants have indicated on
page 3 of the brief that all pending clains stand or fall
together. Therefore, we will treat claim19 as the
representative claim

Initially, we note that the Exam ner’s reasoning for |ack
of “support” for the clained invention herein, inplicitly
refers to the witten description portion of this statutory

provision. In re Hi gbee, 527 F.2d 1405, 1406, 188 USPQ 488,
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489 (CCPA 1976). The purpose of the witten description
requirenent is to ensure that the applicants convey with
reasonable clarity, to those skilled in the art, that they
were in possession of the invention as of the filing date of
the application. For the purposes of the witten description
requi renent, the invention is "whatever is now clained."” Vas-
cath, Inc. v. Mhurkar, 935 F.2d 1555, 1564, 19 USPQ2d 1111
1117 (Fed. Gir. 1991).

The manner in which the specification as filed neets the
witten description requirenent is not material. The
requi renment may be net by either an express or an inplicit
disclosure. Inre Wrtheim 541 F.2d 257, 262, 191 USPQ 90,
96 (CCPA 1976). An invention clained need not be described in
ipsis verbis in order to satisfy the witten description
requirenent of 35 U S.C. 8§ 112, first paragraph. Inre
Lukach, 442 F.2d 967, 969, 169 USPQ 795, 796 (CCPA 1971). The
guestion is not whether an added word was the word used in the
specification as filed, but whether there is support in the
specification for the enploynent of the word in the clains,

that is, whether the concept is present in the original
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di sclosure. See In re Anderson, 471 F.2d 1237, 1244, 176 USPQ
331, 336 (CCPA 1973).

In the instant case the Exam ner finds no support in the
specification for the claimlanguage defining a cycle as:

a first period when the alert is generated foll owed

by a second period when the alert is not generated

[ answer - page 4]

The Exam ner concl udes:

This alert can be a sinusoidal wave. A sinusoidal,

or a triangular wave, especially those with a DC

of fset, and a square wave with DC offset would al

be periodic and cyclic yet none of these signals

woul d include periods of tine in which the alert was

“on” and periods of tine in which the alert was

“of f”. [Answer-page 5.]

Appel lants cite dictionary definitions and portions of
their specification (brief-pages 3 and 4). W find clear
support for the objected to | anguage at page 7, lines 10-12 of
the specification. Herein Appellants’ specification states:

The silent and audi ble alert may conprise a

continuous alert or a periodic alert (i.e., alert

cycl es). [Enphasis added. ]

Thus, we find Appellants claimalert cycles as opposed to a

conti nuous alert. As we understand, an audible alert could

consist of three rings for exanple. This would equate to
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three cycles. Quite obviously, a silent period would be
necessary in each cycle to distinguish one ring (i.e., cycle)
fromthe next. Although the Exam ner’s concl usions regarding
si nusoi dal waves may be accurate, sinusoidal waves are not
pertinent to Appellants’ context. |In fact, the Exam ner’s

si nusoi dal and triangul ar wave exanples are not nentioned nor
are they relevant to Appellants’ disclosure.

Accordingly, we find that the specification does support
the claimlanguage, and neets the witten description
requirenent of 35 U.S.C. § 112. Consequently, we wll not
sustain the Examner’s 35 U.S.C. § 112, first paragraph,

rejection.
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The decision of the exam ner rejecting clains 19 through

24, 26 through 31 and 33 through 38 is reversed.

REVERSED

LEE E. BARRETT )
Adm ni strative Patent Judge

BOARD OF PATENT

STUART N. HECKER

Adm ni strative Patent Judge APPEALS AND

JOSEPH L. DI XON

)
)
)
) | NTERFERENCES
)
)
Adm ni strative Patent Judge )
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